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B U SIN ESS R EG ISTR A TIO N  D IV ISIO N 


O FFIC E O F A D M IN ISTR A TIV E H EA R IN G S


D E PA R T M E N T  O F C O M M E R C E  A N D  C O N SU M E R  A FFA IR S


STA TE O F H A W A II


In the M atter of the T rade N am e 

"K O O L IN A  A C T IV IT IE S.C O M

" 

TN -2009-5


D IR E C T O R 'S FIN A L 


O R D ER 


D IR E C T O R 'S FIN A L  O R D E R 


O n N ovem ber 5, 2010, the duly appointed H earings O fficer subm itted his Findings


of Fact, C onclusions of L aw  and R ecom m ended O rder in the above-captioned m atter to the D irector


of the D epartm ent of C om m erce and C onsum er A ffairs ("D irector"). C opies of the H earings


O fficer's recom m ended decision w ere also transm itted to the parties. T he parties w ere subsequently


provided w ith an opportunity to file exceptions; how ever, no exceptions w ere filed.


U pon review  of the entire record of this proceeding, the D irector adopts the H earings


O fficer's recom m ended decision as the D irector's Final O rder. T he D irector hereby finds and


concludes that Petitioner K o O lina Intangibles, L L C  has established its ow nership of the trade nam e,


"K o O lina" by a preponderance of the evidence, and accordingly, orders that C ertificate of


R egistration N o. 4076593 for the trade nam e, "K oolina A ctivites.com  

" issued to R espondent N im iety


G roup L L C  on Septem ber 12, 2009 shall be revoked pursuant to H R S §482-8.


D A T E D : H onolulu, H aw aii: 

0

4  a ft ea 


C onsum er A ffairs
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B U SIN ESS R EG ISTR A TIO N  D IV ISIO N 


O FFIC E O F A D M IN ISTR A TIV E H EA R IN G S


D EPA R TM EN T O F C O M M ER C E A N D  C O N SU M ER  A FFA IR S


STA TE O F H A W A II


In the M atter of the Trade N am e )
 TN -2009-5


) 

"K O O LIN A  A C TIV ITIES.C O M " 

)


)


)


)


)


)


H EA R IN G S O FFIC ER 'S


FIN D IN G S O F FA C T,


C O N C LU SIO N S O F LA W ,


A N D  R EC O M M EN D ED 


O R D ER ; EX H IB IT "A "


H EA R IN G S O FFIC ER 'S FIN D IN G S O F FA C T,


C O N C LU SIO N S O F LA W , A N D  R EC O M M EN D ED  O R D ER 


I. IN TR O D U C TIO N 


O n D ecem ber 4, 2009, K o O lina Intangibles, LLC  ("Petitioner"), filed a


petition requesting the revocation of the trade nam e registration for "K oolina


A ctivities.com

". The m atter w as scheduled for hearing and a N otice of H earing and Pre-

hearing C onference w as duly transm itted to the parties.


O n July 27, 2010, the hearing in the above-captioned m atter w as convened


by the undersigned H earings O fficer. Petitioner w as represented by its attorney, H . Shan


W irt, Esq. R espondent N im iety G roup LLC  ("R espondent") failed to appear.


A t the conclusion of the hearing, the H earings O fficer directed Petitioner


to file proposed findings of fact and conclusions of law . Petitioner's proposed findings


and conclusions w ere filed on the sam e date and are attached hereto as Exhibit "A ".


H aving review ed and considered the evidence and argum ents presented at


the hearing, together w ith the entire record of this proceeding, the H earings O fficer


This decision has been redacted and reformatted for publication
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hereby adopts the proposed findings of fact and conclusions of law  subm itted by


Petitioner, as follow s:


II. 

FIN D IN G S O F FA C T


U pon review  of the entire record of this proceeding, the H earings O fficer


hereby adopts Petitioner's Proposed Findings of Fact N os. 1 through 20 as the H earings


O fficer's Findings of Fact.


III. 

C O N C LU SIO N S O F LA W 


U pon review  of the entire record of this proceeding, the H earings O fficer


hereby adopts Petitioner's Proposed C onclusions of Law  as the H earings O fficer's


C onclusions of Law .


The H earings O fficer further concludes that Petitioner has proven by a


preponderance of the evidence that it is the ow ner of the trade nam e, "K o O lina", and that


"K oolina A ctivities.com

" is confusingly sim ilar to Petitioner's trade nam e.


IV . 

R EC O M M EN D ED  O R D ER 


For the reasons set forth above, the H earings O fficer recom m ends that the


D irector of the D epartm ent of C om m erce and C onsum er A ffairs find and conclude that


Petitioner has established its ow nership of the trade nam e, "K o O lina" by a


preponderance of the evidence, and revoke C ertificate of R egistration N o. 4076593 for


the trade nam e, "K oolina A ctivites.com

" pursuant to H R S §482-8, issued to R espondent


on Septem ber 12, 2009.


V 5 7010


D ated at H onolulu, H aw aii: 

NO

C R A IG  H . U Y EH A R A 


A dm inistrative H earings O fficer


D epartm ent of C om m erce


and C onsum er A ffairs


H earings O fficer's Findings of Fact, C onclusions of Law , and Recom m ended O rder;


In Re "K oolina Activities.com  "; TN -2009-5.
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B U SIN ESS R EG ISTR A TIO N  D IV ISIO N 


O FFIC E O F A D M IN ISTR A TIV E H EA R IN G S


D EPA R TM EN T O F C O M M ER C E A N D  C O N SU M ER  A FFA IR S


STA TE O F H A W A II


In the M atter of the Trade N am e 

TN  —  2009-5


"K oolina A ctivities.com " 

H E A R IN G S O FFIC E R 'S FIN D IN G S O F


FA C T , C O N C L U SIO N S O F L A W , A N D 


R E C O M M E N D E D  O R D E R 


H E A R IN G S O FFIC E R 'S FIN D IN G S O F FA C T ,


C O N C LU SIO N S O F LA W , A N D  R EC O M M EN D ED  O R D ER 


I. 

. IN TR O D U C TIO N  


O n D ecem ber 4, 2009, K o O lina Intangibles, L L C  ("P etitioner") filed the above-

cap tio n ed  p etitio n  req u estin g  th e rev o catio n  o f th e trad e n am e reg istratio n  fo r


"K oolina A ctivities.com

", as w ell as any and all existing and possible future registration and/or


use of the "K o O lina" trade nam e and sim ilar iteration of the w ords 

i

 by N im iety G roup. L L C 


("R espondent") and individuals and/or entities related to R espondent. T he m atter w as scheduled


for hearing, and a N otice of H earing and Pre-hearing C onference w as duly transm itted to the


parties.


O n June 28, 2010, the pre-hearing conference w as convened by the undersigned


H earings O fficer. Petitioner w as represented by its attorney, H . Shan W irt, E sq. R espondent did


not appear at the pre-hearing conference or otherw ise contact this O ffice.


A s used herein, the phrase "sim ilar iteration" includes, but is not lim ited to, variations of w ords


through capitalization, use of low ercase letters, use of punctuation such as the ̀ okina and/or


deletion or insertion of spaces betw een w ords. "S im ilar iteration" also includes the


"K oolina A ctivities.com

" cross-referenced nam e of "K o O lina A ctivities.com  

".


EXH IB IT "A "


This decision has been redacted and reformatted for publication
 purposes and contains all of the original text of the actual decision.



O n July 27. 2010, the hearing w as convened by the undersigned H earings O fficer.


Petitioner w as represented by its attorney H . Shan W irt, E sq. R espondent [w as represented by


  O R  d id  n o t a p p e a r a t th e  h e a rin g  o r o th e rw ise  c o n ta c t th is O ffic e ].


A t the conclusion of the hearing, the H earings O fficer directed the parties to subm it


proposed findings of fact and conclusions of law . Petitioner subm itted its proposed findings and


conclusions forthw ith.


H aving review ed and considered the evidence and argum ents presented at the hearing,


together w ith the entire record of this proceeding, the H earings O fficer hereby adopts the


proposed findings of fact and conclusions of law  subm itted by Petitioner, as m odified and set


forth below .


II. 

FIN D IN G S O F FA C T


1. 

O n D ecem ber 9, 1985, W est B each E states registered the trade nam e "K o O lina"


w ith the D epartm ent of C om m erce and C onsum er A ffairs ("D C C A ").


2. 

In 1998, Petitioner purchased certain assets from  W est B each E states, including


that certain resort, residential, and com m ercial real property situated in W est O ahu com m only


know n as the K o O lina R esort, along w ith the registered trade nam e "K o O lina".


3. 

T he K o O lina R esort is a resort com m unity consisting of hotels, condom inium s,


businesses, private residences, and a m arina.


4. 

O n A ugust 20, 1998, W est B each E states assigned the "K o O lina" trade nam e to


Petitioner.


5. 

O n A pril 26, 1999, Petitioner renew ed and registered the trade nam e "K o O lina"


and w as issued C ertificate of R egistration of T rade N am e N o. 227259. T he certificate w as


issued for a term  of ten (10) years from  M ay 8, 1999 to M ay 7. 2009.


275191 
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6. 

O n January 14, 2009, P etitioner renew ed and registered the trade nam e


"K o O lina" for the term  of five (5) years from  M ay 8, 2009 to M ay 7, 2014.


7. 

T he "K o O lina" nam e w as coined by W est B each E states specifically for the


K o O lina R esort. "K o O lina" w as derived from  the H aw aiian w ord "olina," w hich m eans,


am ong other things, "Joy". "K o O lina" is intended to m ean, "Place of Joy".


8. 

T he term  "K o O lina" had no com m ercial or other use prior to its use in


connection w ith the developm ent and operation of the K o O lina R esort.


9. 

The term  "K o O lina" is neither a H aw aiian w ord nor a geographic location.


10. 

W est B each E states and Petitioner, as assignee, have continuously and actively


used the trade nam e "K o O lina" since 1985 in connection w ith the developm ent and operation of


the K o O lina R esort.


11. 

Since 1985, the "K o O lina" trade nam e has been used in reference to and has


becom e synonym ous w ith the K o O lina R esort.


12. 

T he "K o O lina" trade nam e, as applied in connection w ith the developm ent and


operation of the K o O lina R esort, is w ell know n through long, continuous and exclusive use, as


w ell as extensive prom otion, advertising, and publicity relating to the K o O lina R esort.


13. 

Petitioner has established a valuable reputation and achieved enorm ous goodw ill


of great value in the "K o O lina" trade nam e. K o O lina R esort also has an active presence on the


Internet, including operating the w ebsite available at koolina.com

, w hich is devoted exclusively


to the prom otion of the K o O lina R esort. T he w ebsite has becom e a valuable tool in prom oting


and offering inform ation about the K o O lina R esort.
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14. 

Petitioner has actively controlled, lim ited, and restricted use of the "K o O lina"


trade nam e since its assignm ent in A ugust of 1998.


15. 

Jeffrey R . Stone is President of C om m ercial Property A dvisors, Inc., a H aw aii


corporation, w hich is the m anager of Petitioner.


16. 

R alph F. H arris is V ice President and A sset M anager for Petitioner.


17. 

Jeffrey R . Stone and R alph F. H arris are the only tw o people w ho have authority


on behalf of Petitioner to allow  other persons and/or entities to use and/or license the trade nam e


"K o O lina".


18. 

O ver the years, Jeffrey R . Stone and/or R alph F. H arris have authorized and/or


licensed the use of the "K o O lina" trade nam e to various persons and/or entities, including, but


not lim ited to, K o O lina R esort A ctivities, L L C  and K o O lina A ctivities, L L C , w hich are both


H aw aii lim ited liability com panies.


19. 

N either 

 P etitio n er, Jeffrey  R . S to n e 

nor 

 R alp h  F . H arris au th o rized 


N im iety G roup, L L C  to use and/or register the "K o O lina" trade nam e or any sim ilar iteration of


the w ords.


20. 

O n S eptem ber 12, 2009, 

w ithout 

 P etitioner's perm ission and know ledge,


R espondent registered the trade nam e "K oolina A ctivities.com  

", and w as issued C ertificate of


R egistration N o. 4076593.


III. 

C O N C LU SIO N S O F LA W 


Petitioner requests the revocation of the trade nam e "K oolina A ctivities.com  

" and any


sim ilar iteration of the w ords pursuant to the provisions of H aw aii R evised Statutes ("H R S")


§ 482-8 (prior ow nership) and, alternatively, § 482-6 (non-use).
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In 

Stout v. Law s, 

37 H aw . 382, 477 P.2d 166 (1946), the H aw aii Suprem e C ourt


stated:


Trade nam es m ay be established w ithout registration under the A cts


of C ongress relating to tradem arks or copyrights and w ithout


registration under the local law  pertaining to tradem arks and trade


nam es. T hey are acquired by adoption and use for a period of tim e


sufficiently long for the public to associate the nam e w ith the


business to w hich it is applied. T hey belong to the one w ho first


uses them  and gives them  value.


Id. 

at 385.


A ccording to the principles outlined in 

Stout, 

ow nership rights to trade nam es are


acquired through their adoption by a viable business entity w ithin the stream  of com m erce. T he


registration of a trade nam e or tradem ark is a reflection of purported ow nership rather than proof


of ow nership, and the continued registration of a m ark is only as good - w hen challenged - as the


underlying basis upon w hich it rests. 

O ut of the B lue P roductions, 

T N -94-5 (D FO 


A ugust 16, 1995); 

K ona G old C offee D rink, 

T N -89-23 (D FO  A pril 10, 1990). It is w ell-settled


that the ow nership right to a trade nam e is developed through continuous and active use in the


m arket place and not by m ere registration. 

W aikiki Surf C lub, 

TN -89-19 (D FO  January 9, 1991).


T he trade nam e at issue here is based upon and derived from  the "K o O lina" nam e.


"K o O lina" w as coined by W est B each E states specifically and exclusively as the nam e for its


resort developm ent and com m unity and subsequently assigned to Petitioner. U nder these


circum stances, the H earings O fficer m ust first determ ine w hether Petitioner is the ow ner of the


"K o O lina" trade nam e and, if so, w hether there is a likelihood of confusion am ong consum ers


from  R espondent's use of "K oolina A ctivities.com

" and/or sim ilar iteration of the w ords.
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T here is no dispute that, in 1998, Petitioner acquired the interests of W est B each E states


in the resort, including the "K o O lina" trade nam e, and since then has actively and continuously


used the nam e and operated the K o O lina R esort under the nam e. O n the other hand, R espondent


did not use "K oolina A ctivities.com

" and/or any sim ilar iteration of the w ords until 2009. B ased


on this record, the H earings O fficer concludes that Petitioner has established its ow nership of


"K o O lina". A s the ow ner of the trade nam e, Petitioner m ust now  prove that there is a likelihood


of confusion from  R espondent's use of "K oolina A ctivities.com " and/or sim ilar iteration of the


w ords.


T he test for determ ining w hether trade nam es are confusingly sim ilar is "w hether there is


a likelihood of confusion in the m ind of a reasonably prudent buyer." 

In re K ona's Som ething


Special, T N -84-4 (D FO  A ugust 8, 1984). "A  likelihood of confusion exists w hen consum ers


w ould be likely to assum e that the source of the products or services is the sam e as or associated


w ith  th e so u rce o f a d ifferen t p ro d u ct o r serv ice id en tified  b y  a sim ilar m ark ."


C arrington v. Sears Roebuck &  C om pany, 5 H aw . A pp. 194, 683 P.2d 1220 (1984).


In In re K ona's Som ething Special, the D irector adopted standards for determ ining the


likelihood of confusion, m odifying the factors set forth by the Interm ediate C ourt of A ppeals in


C arrington. T he D irector condensed the eight factors set forth in C arrington into six factors


w hich are: (1) sim ilarity of the nam es; (2) sim ilarity of businesses; (3) channels of trade;


(4) evidence of actual confusion; (5) respondent's intent in adopting the nam e; and


(6) the strength of the nam e.


In C arrington, the C ourt articulated the test for evaluating the sim ilarity of trade nam es:


T he sim ilarity of the m arks is tested on three levels: sight, sound,


and m eaning (citation om itted). T he m arks are considered as they


are encountered in the m arketplace (citation om itted), 

and are


exam ined as entities. Sim ilarities are given m ore w eight than
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differences 

(citations om itted). 

If the m arks appear in conjunction


w ith a clearly displayed nam e or logo of the m anufacturer, there is


less likelihood of confusion, although the m arks m ight be sim ilar.


(citations om itted).


A dditionally, in In re "H aw aii W aterbed W arehouse"; 

TN -78-4 (D FO  A ugust 22, 1978),


the D irector held that in determ ining the sim ilarity betw een contested trade nam es, the dom inant


portions of the nam es m ust be exam ined.


H ere, "K oolina A ctivities.com

" and its cross-referenced nam e "K o O lina A ctivities.com  

"


contain the core term  "K o O lina" and/or a sim ilar iteration of the w ords. M oreover, the


dom inant portion of the trade nam es are undoubtedly "K o O lina" and/or a sim ilar iteration of the


w ords. C onsequently, the nam es appear to have sim ilar looks and sounds and, as a result,


convey sim ilar m eaning.


A ccording to the evidence, R espondent is in the business of booking activities in or


around the K o O lina R esort com m unity. R espondent's services are com plem entary to


K o O lina's resort business and are sold to the sam e class of purchasers, including but not lim ited


to the K o O lina R esort's hotels and their guests. M oreover, R espondent's services com pete w ith


the activities booking services offered by K o O lina R esort A ctivities, L L C  and/or


K o O lina A ctivities, L L C , both of w hich are H aw aii lim ited liability com panies authorized by


Petitioner to use the "K o O lina" trade nam e. T hese circum stances lead to the possibility that the


public w ill assum e that the provider of the activities booking services is P etitioner,


K o O lina R esort, K o O lina R esort A ctivities, L L C  and/or K o O lina A ctivities, L L C  rather than


R espondent. A s the 

C arrington C ourt explained:


If the goods on w hich the m arks appear are sim ilar in nature, there


is a danger that the public w ill m istakenly assum e an association


betw een their producers or m anufacturers. 

(citation om itted).


T herefore, w here the goods are com plem entary, or are sold to the


sam e class of purchasers, or are sim ilar in use and function, a
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deceptive trade practice or tradem ark infringem ent m ay occur,


even though the tradem arks are not entirely sim ilar. (citations


om itted).


It w as also evident from  the record that R espondent: (1) w as w ell aw are of Petitioner's


long-standing and w ell-know n use of "K o O lina" as the nam e of its resort com m unity, as w ell as


Petitioner's ow nership of the "K o O lina" trade nam e; (2) registered "K oolina A ctivities.com  

"


and the cross-referenced nam e "K o O lina A ctivities.com

" despite the fact that R alph F. H arris,


V ice P resident and A sset M anager for P etitioner, had spoken w ith a representative of


R espondent, and follow ed up w ith a letter, reiterating Petitioner's ow nership of the "K o O lina"


trad e n am e an d  req u est to  im m ed iately  cease an d  d esist u se o f th e n am e


"K oolina A ctivities.com

", sim ilar iteration of the w ords, and related dom ain nam e; (3) received


m ultiple cease and desist letters from  Petitioner and/or its attorneys prior to Petitioner's filing of


the instant petition; and (4) even offered to "sell" the "K oolina A ctivities.com  

" trade nam e,


sim ilar iteration of the w ords, and/or related dom ain nam e to Petitioner for a substantial five-

figure am ount despite know ledge of the above.


O n this record, the H earings O fficer concludes that R espondent adopted the trade nam e


"K oolina A ctivities.com " and/or sim ilar iteration of the w ords in order to capitalize on


Petitioner's goodw ill and reputation.


Finally, evaluating the strength of the trade nam e determ ines the level of protection that


w ill be provided to a trade nam e. T he appellate court in 

C arrington stated:


[A ] strong m ark is one w hich is distinctive and used in a fictitious,


arbitrary and fanciful m anner, and is entitled to the w idest am bit of


protection from  infringing uses.


A  "descriptive" m ark is one w hich tells som ething about the


product and w ill only be protected w here a secondary m eaning is


show n. S uggestive m arks lie in betw een strong m arks and


descriptive ones and encom pass m arks w hich subtly connote
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som ething about the products w ith w hich they are associated. A 


suggestive m ark is less distinctive than an arbitrary or fanciful


m ark, and is considered as a com paratively w eak m ark. H ow ever,


it w ill be protected w ithout proof of a secondary m eaning.


D escriptive and suggestive m arks are considered w eak m arks and


only w here the m arks are quite sim ilar and the goods are closely


related w ill infringem ent be found.


5 H aw . A pp. 203, 204 (citations om itted).


A pplying the criteria used by the appellate court, the H earings O fficer finds that


"K o O lina" is a term  that w as coined specifically for the purpose of functioning as the nam e of


K o O lina's resort com m unity and, as such, is best categorized as fanciful. "K o O lina" is,


therefore, entitled to the w idest am bit of protection w ithout proof of secondary m eaning.


B ased on all of these considerations, the H earings O fficer concludes that


"K oolina A ctivities.com " and "K o O lina A ctivities.com

" are confusingly sim ilar to "K o O lina".


H aving arrived at this determ ination, the H earings O fficer also concludes that R espondent has


failed to prove by a preponderance of the evidence that it is the ow ner of the trade nam e


"K oolina A ctivities.com " and/or sim ilar iteration of the w ords insofar as H R S § 482-4 prohibits


the adoption or use of trade nam es that are confusingly sim ilar to any registered trade nam e.


T he conclusions herein are consistent w ith findings and holdings issued in previous


revocation m atters regarding the "K o O lina" trade nam e. See, e.g., State of H aw aii D epartm ent


of C om m erce and C onsum er Affairs H earings O fficer's Findings of Fact, C onclusions of Law ,


and R ecom m ended O rder, filed O ctober 16, 2006, 

In the M atter of the T rade N am es


K O  O LIN A  R E SO R T TR A N SP O R TA TIO N , LLC , et al., T N -2006-1 and T N -2006-3


("H earings O fficer's Findings"), at 8, ¶ 1 (subm itted by Petitioner as E xhibit "7" in this m atter),


and D irector's Final O rder, filed February 20, 2007, at 2, ¶ 1 (subm itted by Petitioner as


E xhibit "8" in this m atter), adopting the H earing O fficer's recom m ended decision.
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IV . R EC O M M EN D ED  O R D ER 


For the reasons set forth above, the H earings O fficer recom m ends that the


D C C A  D irector find and conclude as follow s:


1. That Petitioner has proven by a preponderance of the evidence that it is the ow ner


of the trade nam e "K o O lina";


2. T hat "K oolina A ctivities.com " (cross-referenced as "K o O lina A ctivities.com  ")


and sim ilar iteration of the w ords are confusingly sim ilar to "K o O lina"; and


3. T hat R espondent has failed to prove by a preponderance of the evidence that it is


th e o w n er o f th e trad e n am e "K o o lin a A ctiv ities.co m  " (cross-referenced as


"K o O lina A ctivities.com ") and sim ilar iteration of the w ords.


B ased on the foregoing findings and conclusions, the H earings O fficer further


recom m ends that the D irector: (1) revoke C ertificate of R egistration N o. 4076593 for the trade


nam e, "K oolina A ctivities.com " (cross-referenced as "K o O lina A ctivities.com "), issued to


R espondent on Septem ber 12, 2009, and (2) revoke any and all other existing and possible


future registration and/or use of the trade nam e "K o O lina" and any sim ilar iteration of the w ords


by R espondent and/or individuals and/or entities related to R espondent.


D A T E D : H onolulu, H aw aii,


C R A IG  H . U Y EH A R A 


A dm inistrative H earings O fficer


D epartm ent of C om m erce and C onsum er A ffairs


275191 
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This decision has been redacted and reformatted for publication
 purposes and contains all of the original text of the actual decision.
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